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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1-2, 10, 13, 14-16, 19-20, 24, and 27-28 are rejected under 35 
U.S.C. 102(a) as being anticipated by www. ediconsulting.com . 

www.ediconsulting.com (host server), dated 14 October 1999 and copyrighted 
1996, is accessible to individual user via the internet. From the home page, click on 
"consulting services" (section A). This page shows mapping support. Mapping is the 
development of a transaction set customized to match the format that two trading 
partners have agreed to use for exchanging one type of transaction. (This includes 
obtaining user registration and requirement information, retrieving requirements, and 
"automatically" determining a suitable EDI product in that some form of automation is 
used during the process.) The page shows a testing section, which says, "It's likely we 
have already done EDI with your trading partners. Let our broad industry experience 
speed up your EDI implementation." The reference is silent to having a database for 
information on a plurality of hub trading partners, but the previous statement strongly 
implies that a database of information on trading partners is inherent. Computer flow 
diagrams are forms of decision tree formats. Prompts are inherent in an interactive 
computer system. Mapping services are EDI services, which www.ediconsulting.com 
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(host server) automatically determined suitable to sell, particularly to help interface with 
the requirements of other trading partners. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-9, 11-12, 17-18, 21-23, and 25-26 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over www.ediconsulting.com in view of Call, Reed et al., and 
Bakalash et al. 

www.ediconsulting.com , as described above, shows all of the limitations of the 
claims except for specifying preformatted displays with divided registration information, 
the ability to supplement the information, the use of a "cookie" and generating ROI 
information. 

Call teaches, figure 2, a method and apparatus for disseminating product 
information via the Internet. The information is transferred via EDI methods and uses 
preformatted displays in order to provide greater ease for customer interaction. 

Based on the teaching of Call, it would have been obvious to one of ordinary skill 
in the art, at the time the invention was made, to modify the www.ediconsulting.com 
system such that it used preformatted displays in order to provide greater ease for 
customer interaction. 
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Reed et al. teaches when the user connects to the web server with the browser, 
the web server can interrogate the browser for the cookie and use it to identify the user. 
The cookie can additionally store preference data about the user, whether entered 
manually by the user via HTML forms or collected automatically by the web server 
based on the user's browsing choices. Cookies are an attempt to surmount the manual 
data entry and maintenance requirements of the first approach above. 

Based on the teaching of Reed et al., it would have been obvious to one of 
ordinary skill in the art, at the time the invention was made, to modify the 
www.ediconsulting.com system to incorporate "cookies" in order to facilitate the 
identification of the user. 

Bakalash et al. teaches mapping processes on integer-encoded business 
dimensions. The system uses EDI and provides ROI data for services in order to 
provide selling point to a customer. 

Based on the teaching of Reed et al., it would have been obvious to one of ordinary skill 
in the art, at the time the invention was made, to modify the www.ediconsulting.com 
system to incorporate the ROI data of Bakalash et al. in order to provide selling point to 
a customer. 
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Response to Arguments 

Applicant's arguments filed 12/22/04 have been fully considered but they are not 
persuasive. 

Applicant asserts that the prior art does not show automatic determination of 
suitable EDI products or services. The examiner does not concur. The prior art has 
automatically determined that mapping services are suitable for a user, particularly to 
help interface with the requirements of other trading partners. 

Applicant asserts that the reference does not meet the criteria for inherency. 

First, the claimed limitation in question: 

"a database for storing requirements information relating to predetermined 
electronic commerce EDI requirements of a plurality of trading partners;" 

This is a very vague database. It has intended use for storing some kind of 
information about requirements of trading partner. 

Mapping is the development of a transaction set customized to match the format 
that two trading partners have agreed to use for exchanging one type of transaction. It 
would be fair to say that there was some kind of information about requirements of 
trading partners necessary to perform this function. The page shows a testing section, 
which says, "It's likely we have already done EDI with your trading partners. Let our 
broad industry experience speed up your EDI implementation." It would be fair to say 
that the reference saved some of its past work facilitate future jobs, thus meeting the 
broadly recited database. 
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Applicant has recited a section from MPEP 21 12. The next paragraph after 
applicant's citation reads: 

"In relying upon the theory of inherency, the examiner must provide a basis in 
fact and/or technical reasoning to reasonably support the determination that the 
allegedly inherent characteristic necessarily flows from the teachings of the applied prior 
art." Ex parte Levy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 1990) 

Based on the extremely broad limitation and the examiners technical reasoning 
to reasonably support the determination, the examiner believes that the criterion for 
inherency has been show. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Cuff whose telephone number is (703) 308- 
0610 or, after 4/13/05, (571 )272-6778. The examiner can normally be reached on 8:00 
to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Olszewski can be reached on (703) 308-5183. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




March 1,2005 



